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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 



Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-10 and 17-20 drawn to a process for cleaving (meth)acrylic 
oligomers. 

Group II, claim(s) 11-16 drawn to a devices. 

Unity exists when there is a technical relationship among the claimed inventions 
involving one or more corresponding special technical features. A special technical 
feature is a contribution which each of the inventions, considered as a whole, makes 
over the prior art. See M.P.E.P Appendix Al, § 206 and Annex B. 

Here, the foregoing groups lack unity since the special technical features of the 
groups do not correspond. 



During a telephone conversation with Philip McCann on 9/10/2008 a provisional 
election was made with traverse to prosecute the invention of Group I claims 1-10 and 
17-20. Affirmation of this election must be made by applicant in replying to this Office 



Application/Control Number: 10/589,775 Page 3 

Art Unit: 1621 

action. Claims 11-16 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10 and 17-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Publication No. 20010047106, based on an application by 
Aichinger et al. (Aichinger). 

With regard to the embodiments covered in the rejected claims, Aichinger 
teaches a process for esterifying (meth)acrylic acid with an alkanol in the presence of 
an esterification catalyst, in which unreacted starting compounds and the methacrylic 
ester to be formed are separated from the reaction mixture by distillation, with an oxy 
ester-containing bottom product remaining, and either: 

a monomeric and/or oligomeric (meth)acrylic acid is added directly to the bottom 
product and then the oxy esters present in the bottom product are cleaved by the action 
of elevated temperature in the presence of acid catalysts different from monomeric and 
oligomeric (meth)acrylic acid, or 

b) the oxy esters are first separated off from the bottom product by distillation, the 
distillate is admixed with monomeric and/or oligomeric (meth)acrylic acid and then the 
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oxy esters present therein are cleaved by the action of elevated temperature in the 
presence of acid catalysts different from monomeric and oligomeric (meth)acrylic acid. 

The oxyesters are given at paragraphs 0005+ . 

Water is used in the cleavage reaction, see paragraphs 0032+. 

The oxyesters are the product of purification steps, see paragraphs 0040+. 

The difference between the process set forth in the rejected claims and the 
process disclosed by Aichinger is that Aichinger fails to explicitly teach the recited 
pressures. However, differences in process parameters such as pressure are well 
within the motivation of those of ordinary skill, and thus, prima facie obvious. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571) 272- 
0645. The examiner can normally be reached on Monday to Friday from 9 a.m. to 5 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Sullivan, can be reached at telephone number (571) 272-0779. The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Karl J. Puttlitz/ 

Primary Examiner, Art Unit 1621 



